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DETAILED ACTION 

Response to Arguments 
1 . Applicant's arguments filed January 2, 2004 have been fully considered but they are not 
persuasive. 

The applicant has argued: "Wakui as applied by the Examiner does not appear to disclose 
'control means for causing said first recording mode to be set automatically when the loading of 
said first recording medium is detected by detection means.' Rather, it appears that the mode is 
manually set by a mode selection switch and may be actuated when the IC card memory is 
inserted." The office respectfully disagrees. Wakui does indeed teach a manual selection of a 
mode (col. 5, lines 3 1-33). However, Wakui also teaches that when the IC memory card is 
loaded, the recording of image data in the flash memory is stopped, the memory card record 
mode is set, and recording in the IC memory card begins (col. 19, lines 48-53, Fig. 16), which 
reads on an automatic setting of the first recording mode when the first recording medium is 
detected. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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2. Claims 2 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by Wakui, U.S. 
Patent 5,648,816. 

Regarding claim 2, Wakui teaches an image capturing apparatus (still video camera 1) 
comprising first operation means (IC memory card control circuit 15) for recording an 
image-capturing signal on a first recording medium (IC memory card 31) in accordance with a 
first recording mode (memory card record mode) (col. 5, lines 43-46, 53-56; Fig. 4), second 
operation means (flash memory control circuit 19) for recording an image-capturing signal on a 
second recording medium (image flash memory 20) in accordance with a second recording mode 
(flash memory record mode) (col. 6, lines 32-38; Fig. 5), and detection means (memory card 
detecting circuit 16) for detecting the loading of said first recording medium (IC memory card 
31) (col. 5, lines 64-67). Wakui also teaches that when the IC memory card is loaded, the 
recording of image data in the flash memory is stopped, the memory card record mode is set, and 
recording in the IC memory card begins (col. 19, lines 48-53, Fig. 16), which reads on an 
automatic setting of the first recording mode when the first recording medium is detected. The 
control means for setting the recording mode is inherently taught. 

Regarding claim 3, Wakui teaches an image capturing apparatus (still video camera 1) 
that can switch between a first operation mode (memory card record mode) for recording an 
image-capturing signal on a first recording medium (IC memory card 31) and a second operation 
mode (flash memory record mode) for recording an image-capturing signal on a second 
recording medium (image flash memory 20) (col. 8, lines 24-41, 54-60), and detection means 
(memory card detecting circuit 16) for detecting the loading of said first recording medium (IC 
memory card 31) (col. 5, lines 64-67). The control means for switching the operation mode is 
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inherently taught. Wakui also teaches that when the IC memory card is loaded, the recording of 
image data in the flash memory is stopped, the memory card record mode is set, and recording in 
the IC memory card begins (col. 19, lines 48-53, Fig. 16), which reads on an automatic setting of 
the first recording mode when the first recording medium is detected. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wakui, U.S. 
Patent 5,648,816 in view of Honda, U.S. Pub. No. 2001/0014202. 

Regarding claim 4, Wakui teaches an image capturing apparatus (still video camera 1) 
that can switch between a first operation mode (memory card record mode) for recording an 
image-capturing signal on a first recording medium (IC memory card 31) and a second operation 
mode (flash memory record mode) for recording an image-capturing signal on a second 
recording medium (image flash memory 20) (col. 8, lines 24-41, 54-60); and detection means 
(memory card detecting circuit 16) for detecting the loading of said first recording medium (col. 
5, lines 64-67). The control means for switching the operation mode is inherently taught. Wakui 
also teaches that when the IC memory card is loaded, the recording of image data in the flash 
memory is stopped, the memory card record mode is set, and recording in the IC memory card 
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begins (col. 19, lines 48-53, Fig. 16), which reads on an automatic setting of the first recording 
mode when the first recording medium is detected. 

Wakui does not teach that in the first operation mode, the image sensing apparatus 
records an image-capturing signal as a still picture and in the second operation mode, the image 
sensing apparatus records the signal as a moving picture. Honda does teach that in a first 
operation mode Ph, the image sensing apparatus records an image-capturing signal as a still 
picture and in a second operation mode Mv, the image sensing apparatus records the signal as a 
moving picture [0079]. Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to combine the practice of choosing a particular operation 
mode when a first recording medium is inserted taught by Wakui with the practice of recording 
still images in one mode and moving images in another taught by Honda to make an apparatus 
wherein the image sensing apparatus switches to a mode to take still images when an image 
recording medium is inserted. One of ordinary skill would have been motivated to make such a 
modification to assign one recording mode as the default mode but give the other mode priority 
when a recording medium is inserted. 

Regarding claim 5, Wakui teaches an image capturing apparatus (still video camera 1) 
that can switch between a first operation mode (memory card record mode) for recording an 
image-capturing signal on a first, card recording medium (IC memory card 31) and a second 
operation mode (flash memory record mode) for recording an image-capturing signal on a 
second recording medium (image flash memory 20) (col. 8, lines 24-41, 54-60); and detection 
means (memory card detecting circuit 16) for detecting the loading of the card recording 
medium, which reads on the determining of whether said card recording medium is loaded (IC 
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memory card 31) (col. 5, lines 64-67). Wakui also teaches that when the IC memory card is 
loaded, the recording of image data in the flash memory is stopped, the memory card record 
mode is set, and recording in the IC memory card begins (col. 19, lines 48-53, Fig. 16), which 
reads on an automatic setting of the first recording mode when the first recording medium is 
detected. The control means for setting the recording mode is inherently taught. 

Wakui does not teach that in the second mode, the image sensing apparatus records the 
image-capturing signal as a moving picture on a tape recording medium. Honda does teach that 
in a second mode Mv, the image sensing apparatus records the image-capturing signal as a 
moving picture [0079] on a tape recording medium [0061, 0074]. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to combine the 
practice of choosing a particular operation mode when a card recording medium is inserted 
taught by Wakui with the practice of recording still images on a card recording medium in a first 
mode and moving images on a tape recording medium in a second mode taught by Honda to 
make an apparatus wherein the image sensing apparatus switches to a mode to take still images 
on a card recording medium when a card recording medium is inserted. One of ordinary skill 
would have been motivated to make such a modification to make the video recording mode the 
default mode but give still image pickup priority when a card recording medium is inserted. 

Regarding claim 6, Wakui teaches an image capturing apparatus (still video camera 1) 
comprising first operation means (IC memory card control circuit 15) for recording an 
image-capturing signal on a card recording medium (IC memory card 31) in accordance with a 
first recording mode (memory card record mode) (col. 5, lines 43-46, 53-56; Fig. 4), second 
operation means (flash memory control circuit 19) for recording an image-capturing signal on a 
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second recording medium (image flash memory 20) in accordance with a second recording mode 
(flash memory record mode) (col. 6, lines 32-38; Fig. 5), and detection means (memory card 
detecting circuit 16) for determining whether said card recording medium (IC memory card 31) 
is loaded (col. 5, lines 64-67). Wakui also teaches that when the IC memory card is loaded, the 
recording of image data in the flash memory is stopped, the memory card record mode is set, and 
recording in the IC memory card begins (col. 19, lines 48-53, Fig. 16), which reads on an 
automatic setting of the first recording mode when the first recording medium is detected. The 
control means for setting the recording mode is inherently taught. 

Wakui does not teach that the second operation means records on a tape recording 
medium. Honda teaches an apparatus in which there is a second mode Mv in which the image 
sensing apparatus records the image-capturing signal as a moving picture [0079] on a tape 
recording medium [0061, 0074]. Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to combine the practice of choosing a particular 
operation mode when a card recording medium is inserted taught by Wakui with the practice of 
recording images on either a card recording medium or a tape recording medium taught by 
Honda to make an apparatus wherein the image sensing apparatus switches to a mode to record 
images on a card recording medium when a card recording medium is inserted. One of ordinary 
skill would have been motivated to make such a modification to make the mode in which images 
are captured on a tape recording medium the default mode but give priority to capturing images 
on a card recording medium when a card recording medium is inserted. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dorothy Wu whose telephone number is 703-305-8412. The 
examiner can normally be reached on Monday-Friday, 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Christensen can be reached on 703-308-9644. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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